
January 31, 2017

New York | Washington DC | London | Paris | Frankfurt© 2017 Copyright Fried, Frank, Harris, Shriver & Jacobson LLP



Overview of Program

 Update on recent patent litigation trends

 IP cases to watch in 2017

 Important legislation pending in Congress

 Potential impact of new administration on IP law

 Patent agent privilege

 Participant Q & A

2



RECENT PATENT LITIGATION TRENDS
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Patent eligibility – success rate is declining
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Patent eligibility – statistics after Alice 
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Patent eligibility – key trends

 Increased focus on the specification

 District courts are increasingly looking to the specification in order to determine whether the claims are 

“directed to” an abstract idea and contain an “inventive concept”  
(See, e.g., Broadcom Corp. v. Sony Corp., SAVC 16-1052 (C.D. Cal Oct. 5, 2016) (Order Denying Defendants’ Motion to Dismiss))

 Focusing on examples in the specification, rather than the claims, allows patent owners to more easily 

argue that the patent is “directed to” a specific improvement over prior art, rather than an abstract idea

 Using preemption to tip the scales

 Given the difficulty in determining what constitutes an “abstract idea,” courts are increasingly asking 

whether claims would preempt a preexisting non-technological activity as a proxy for whether the 

claims are directed to an abstract idea 
(See, e.g., Perdiemco, LLC v. Industrack LLC, Case No. 2:15-cv-727-JRG-RSP (E.D.Tex. Sept. 21, 2016) (Report and Recommendation))

 Recalibrating what it means to be “directed to” an abstract idea

 A large portion of the recent 101 denials have been based on step 1 of the Alice framework, with 

courts increasingly criticizing defendants for oversimplifying the challenged claims (See, e.g., Proxyconn, Inc. v. 

Microsoft Corp, Case No. SA CV 16-1102 (C.D. Cal. Sept. 29, 2016) (Order Denying Defendants’ Motion to Dismiss Complaint))

 This appears to be a course-correction from the prior view that defendants should seek to identify the 

abstract idea that is “at the heart” of a challenged claim
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Pleading standards – approaches after Form 18
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General Description Approach

(1) Describe generally the 

patented invention

(2) Identify an asserted claim 

(3) Identify an accused product

(4) Assert that the accused 

product performs the same 

function as the patented 

invention

Element-by-Element Approach

(1) Identify an asserted claim 

(2) Identify an accused product

(3) Allege facts showing the 

accused product satisfies 

every element of the asserted 

claim

Every Element for Every Claim 

Approach

(1) Identify every asserted claim 

(2) Identify every accused product

(3) Allege facts showing that any 

accused product satisfies 

every element of every 

asserted claim

 District courts have adopted three approaches to applying Iqbal and Twombly in patent infringement 

cases following abrogation of Form 18 on December 1, 2015



Pleading standards – the trend toward heightened 
pleading 
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General Description

1. Solocron v. Healthstream (E.D. 

Tex.)

2. Maz Encryption Techs. v. 

Blackberry Ltd. (E.D. Tex.)

3. Avago Techs. Gen. IP v. Asustek

(N.D. Cal.)

4. Incom Corp. v. Walt Disney Co.

(C.D. Cal.)

5. Uniloc USA Inc. v. Avaya (E.D. 

Tex.)

6. Simplivity Corp. v. Springpath, 

Inc. (D. Mass.)

7. Opticurrent, LLC v. Power 

Integrations, Inc. (E.D. Tex.)

Element-by-Element

1. Atlas IP LLC v. Exelon Corp. (N.D. Ill.)

2. Apollo Fin. v. Cisco Sys. (C.D. Cal.)

3. Atlas IP v. Pacific Gas & Elec. (N.D. Cal.)

4. Asghari-Kamrani v. United Servs. Auto. Ass’n (E.D. Va.)

5. Raindance Techs. v. 10x Genomics, Inc. (D. Del.)

6. Northstar Innovations v. Etron Tech. Am. Inc. (C.D. Cal.)

7. Telesign Corp. v. Twilio, Inc. (C.D. Cal.)

8. e.Digital Corp. v. iBaby Labs, Inc. (N.D. Cal.)

9. Nu-You Techs., LLC v. Beauty Town Int’l, Inc. (N.D. Tex.)

10. Warren Howard v. Ford Motor Co. (S.D. Miss.)

11. CG Tech. Dev. LLC v. Fanduel, Inc. (D. Nev.)

12. Securus Techs., Inc. v. Global Tel-Link Corp (N.D. Tex.)

13. Sunrise Techs., Inc. v. Cimcon Lighting, Inc. (D. Mass.)*

14. Scripps Research Institute v. Illumina, Inc. (S.D. Cal.)

15. Cannarella v. Volvo Car USA, LLC (C.D. Cal.)

Every Element for 

Every Claim

1. Werteks Closed Joint 

Stock Co. v. 

Vitacost.com (S.D. 

Fla.)

2. Werteks Closed Joint 

Stock Co. v. Vitamin 

Shoppe, Inc., (S.D. 

Fla.)

3. Global Tech LED v. 

Every Watt Matters 

(S.D. Fla.)

*Court held that every element must 

be alleged, but allowed conclusory 

assertions that the limitations were 

satisfied by the accused product



Fee shifting – overall success rate

 A movant’s chances of success appear to have stabilized at around 35% three years after the 

Supreme Court’s Octane Fitness decision

9

209

75 81

53

73

35
20 18

136

40

61

35

0

50

100

150

200

250

Total (35%) Year 1 (47%) Year 2 (25%) Year 3 (34%)

N
um

be
r 

of
 D

ec
is

io
ns

Decisions / Year

§285 Motion Decisions Post-Octane

Total Granted Denied



Fee shifting – success rate by jurisdiction

 The likelihood of success varies materially by jurisdiction
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Fee shifting – overview of Federal Circuit cases

Fees Awarded

 Patentee failed to show / develop evidence 

of infringement
Homeland Housewares, LLC v. Sorensen Research & Dev. 

Trust, 581 Fed. Appx. 877 (Fed. Cir. 2014)

 Patentee asserted a claim that is objectively 

not infringed
Lumen View Tech. LLC v. Findthebest.com, Inc., 811 F.3d 479 

(Fed. Cir. 2016)

 Constantly moving litigation positions, 

expert positions, and infringement 

contentions
Oplus Techs., Ltd. v. Vizio, Inc., 2015 U.S. App. LEXIS 5800 

(Fed. Cir. 2015)
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Fees Denied

 Patentee had a reasonable infringement 

argument after adverse claim construction 
Biax Corp. v. Nvidia Corp., 2015 U.S. App. LEXIS 3082 (Fed. 

Cir. 2015)

 Isolated incidences of bad lawyering or 

continuing to press close cases
Gaymar Indus. v. Cincinnati Sub-Zero Prods., 790 F.3d 1369 

(Fed. Cir. 2015); Site Update Solutions, LLC v. CBS Corp., 639 

Fed. Appx. 634 (Fed. Cir. 2016)

 Continuing to press a legal theory that is 

under review by appellate courts
Mankes v. Vivid Seats Ltd., 822 F.3d 1302 (Fed. Cir. 2016)

 Continuing to litigate a close case
SFA Sys., LLC v. Newegg Inc., 793 F.3d 1344 (Fed. Cir. 2015)

 Patentee’s claims cancelled in reexamination
Large Audience Display Sys., LLC v. Tennman Prods., LLC, 

2016 U.S. App. LEXIS 18854 (Fed. Cir., 2016)



Inter partes review – key issues to watch

 Scope of estoppel

 Upon a final written decision, petitioner is only estopped from raising grounds that it could have raised 

“during” inter partes review – i.e., once the PTAB issues its institution decision (Shaw Indus. Grp. v. Automated 

Creel Sys., No. 2015-1116, 2016 BL 90034 (Fed. Cir. March 23, 2016) (91 PTCJ 1483, 3/25/16))

 As such, no estoppel for grounds that were raised in petition but rejected at the institution stage

 Possibly no estoppel for grounds that were never raised in petition or addressed in the institution 

decision (See, e.g., Intellectual Ventures I LLC v. Toshiba Corp., No. 13-cv-453 (D. Del. Jan. 11, 2017))

 Burden on motion to amend

 Federal Circuit en banc decision expected soon in In re Acqua Products, Inc. addressing who has 

burden on motion to amend claims – possible sea change in law

 Standing to appeal

 A petitioner in an IPR proceeding does not automatically have Article III standing to file an appeal 

(Phigenix, Inc. v. Immunogen, Inc., No. 2016-1544 (Fed. Cir. Jan. 9, 2017))
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CASES TO WATCH IN 2017
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Cases to Follow in 2017

 Induced infringement under 271(f): Life Techs. Corp. v. Promega Corp.

 Disparaging trademarks: Lee v. Tam

 Venue in patent cases: TC Heartland v. Kraft Food

 Patent exhaustion: Impression Prods., Inc. v. Lexmark Int’l, Inc.

 Functionality doctrine in copyright law: Star Athletica, LLC v. Varsity Brands, Inc.



Life Technologies – inducement under §271(f)

 Supreme Court held oral arguments on December 6, 2016

 Question presented: “Whether the Federal Circuit erred in holding that supplying a single, commodity 

component of a multi-component invention from the United States is an infringing act under 35 U.S.C. 

§271(f)(1), exposing the manufacturer to liability for all worldwide sales.”

 35 U.S.C. §271(f)(1) provides that “[w]hoever without authority supplies or causes to be supplied in or 

from the United States all or a substantial portion of the components of a patented invention… in such a 

manner as to actively induce the combination of such components outside of the United States… shall be 

liable as an infringer.”

 Factual background

 Life Technologies assembles DNA testing kits in the UK and 90% of the kits are sold outside the U.S.  

 The kits are composed of five components, only one of which (Taq polymerase) is exported from the 

U.S. 

 Taq polymerase is a commodity article with multiple uses

 Promega successfully argued that Life Technologies was liable because Taq polymerase is an 

essential part of the DNA testing kit, and is therefore a “substantial portion of the components”

15



Life Technologies (cont’d)

 Federal Circuit agreed with Promega, holding that the ordinary meaning of a “substantial portion of the 

components” encompasses a single important or essential component

 Federal Circuit further held that Taq polymerase is a “substantial portion” of the patented invention 

because the invention would not work without that component

 Under this decision, Life Technologies is liable for paying reasonable royalties not only for DNA 

testing kits sold in the United States (10% of its sales), but also all of the kits sold in foreign countries 

(90% of sales)

 Supreme Court Oral Argument

 Life Technologies argued that this decision was overly expansive, as U.S. manufacturers could now 

be liable for infringement under § 271(f)(1) whenever they export a commodity that is later 

incorporated into an invention patented in the United States

 The Solicitor General further noted that almost any component of a patented invention would be 

“substantial” under the Federal Circuit’s test because most patented inventions require all components 

to operate

 Justices appeared to agree that “substantial” requires more than just a single component, but 

expressed some difficulty in deciding whether substantiality should be determined on a purely 

quantitative basis, or whether there should also be a qualitative aspect to the inquiry

 Decision anticipated in early 2017
16



Lee v. Tam – disparaging trademarks

 Supreme Court heard oral arguments on January 18, 2017

 Question Presented: Whether the disparagement provision of the Lanham Act, 15 U.S.C. 1052(a), which 

provides that no trademark shall be refused registration on account of its nature unless, inter alia, it 

“[c]onsists of . . . matter which may disparage . . . persons, living or dead, institutions, beliefs, or national 

symbols, or bring them into contempt, or disrepute” is facially invalid under the Free Speech Clause of the 

First Amendment

 15 U.S.C. §1052(a) provides that the USPTO may refuse registration of any trademark that is, among 

other things, “immoral,” “scandalous” or “disparag[ing]” 

 To determine whether a trademark is disparaging, the USPTO identifies the likely meaning of the 

mark and, “[i]f that meaning is found to refer to identifiable persons, institutions, beliefs or national 

symbols, whether that meaning may be disparaging to a substantial composite of the referenced 

group”  (Trademark Manual of Exam. Proc. § 1203.03(b)(i))
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Lee v. Tam (cont’d)

 Factual Background:

 In 2011, Simon Shiao Tam applied for registration of his rock band named “THE SLANTS,” which was 

so named  to “reclaim” and “take ownership” of Asian stereotypes

 The USPTO examiner rejected the application, finding that the term is offensive

 The Trademark Trial and Appeal Board and a three-judge panel of the Federal Circuit affirmed 

 Sua sponte, the Federal Circuit vacated the three-judge panel’s decision and heard the case en banc

 In a 9-2 decision, the Federal Circuit found §1052(a) facially unconstitutional because it restricts free 

speech and is not narrowly tailored to serve a compelling government interest

 The government filed a petition for writ of certiorari, arguing that:

 Registering trademarks is a benefit provided by the government, not a registration of speech

 The First Amendment does not require Congress to open the federal trademark registration system up 

to racial epithets and disparaging marks

 Opinion expected by spring 2017

 This case is being watched closely by owners of other controversial trademarks (such as the Washington 

Redskins)
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TC Heartland – venue in patent cases

 Supreme Court granted certiorari on December 14, 2016

 Question Presented: “Whether 28 U.S.C. §1400(b) is the sole and exclusive provision governing

venue in patent infringement actions and is not to be supplemented by 28 U.S.C.§1391(c)”

 28 U.S.C. §1400(b) provides that “any civil action for patent infringement may be brought in the judicial 

district where”:

 (1) the defendant resides, or 

 (2) the defendant has committed acts of infringement and has a regular and established place of 

business

 28 U.S.C.§1391(c) is a more general venue provision, which provides that “[f]or the purposes of venue 

under this chapter, a defendant that is a corporation shall be deemed to reside in any judicial district in 

which it is subject to personal jurisdiction”

 In 1990, the Federal Circuit, relying on 28 U.S.C. 1391(c), held that a corporate defendant “resides” – and 

therefore may be sued for patent infringement – in any judicial district where the corporation is subject to 

personal jurisdiction (VE Holding Corp. v. Johnson Gas Appliance Co., 917 F.2d 1574 (Fed. Cir. 1990))
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TC Heartland (cont’d)

 Factual background

 Kraft Foods sued TC Heartland (an Indiana corporation) for patent infringement in Delaware

 TC Heartland moved to dismiss, arguing venue was improper

 The District Court denied TC Heartland’s motion because TC Heartland shipped 2% of the allegedly 

infringing products to Delaware and was therefore subject to personal jurisdiction in Delaware

 On appeal to the Federal Circuit:

 TC Heartland argued that the general provision of §1391(c) cannot be applied to patent cases, citing 

the Supreme Court’s 1957 decision in Fourco Glass Co. v. Transmirra Products Corp., 353 U.S. 222 

(1957), which held that the term “resides” in§1400(b) “mean[s] the state of incorporation” and is not 

“supplemented by the provisions of 28 U.S.C.§1391(c)” 

 The Federal Circuit rejected TC Heartland’s argument as “utterly without merit or logic”  

 The Federal Circuit pointed out that Congress had amended §1391(c) in 1988, adding the words 

“[f]or the purposes of venue under this chapter” 

 According to the Federal Circuit, this amendment supplanted the Supreme Court’s decision in 

Fourco and made the provisions of § 1391(c) applicable to determining a corporation’s 

residence under § 1400(b)
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TC Heartland (cont’d)

 TC Heartland filed a petition for writ of certiorari, arguing:

 The Supreme Court had already specifically considered the meaning of “resides” under § 1400(b) in 

Fourco and rejected the very interpretation that the Federal Circuit later adopted in VE Holdings

 The Fourco decision was based on more than 50 years of legislative history, which reflected 

congressional intent to limit venue in patent infringement cases

 The Federal Circuit lacked authority to find that the Supreme Court’s decision in Fourco is no longer 

binding

 “[T]he Federal Circuit’s departure from this Court’s holding in Fourco has dramatically expanded 

venue in patent cases, producing a plague of forum shopping that has been extensively documented, 

discussed, and debated.”
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TC Heartland (cont’d)

 Looking ahead:

 Briefing and oral argument anticipated this term, with a decision by Summer 2017

 If the Supreme Court agrees with TC Heartland, it could vastly change where and how patent cases 

are filed

 Plaintiffs could no longer simultaneously sue dozens of defendants in the Eastern District of 

Texas based solely on the availability of allegedly infringing products in that jurisdiction

 Plaintiffs would be limited to filing suit in jurisdictions (i) where a defendant is incorporated or (ii) 

has a principal place of business and has committed acts of alleged infringement

22



Impression Products – patent exhaustion 

 Supreme Court granted certiorari on December 2, 2016

 Questions presented: 

 (i) Whether a patent holder can use contractual post-sale restrictions to avoid patent exhaustion in the 

U.S.

 (ii) Whether international sales of a patented item give rise to patent exhaustion

 Patent Exhaustion Overview: 

 “First Sale” Rule: The initial authorized sale of a patented item in the U.S. terminates all patent rights 

in that item

 Mallinckrodt Rule: Selling a patented article subject to a post-sale restriction is lawful, i.e., the 

restriction can be used to avoid patent exhaustion 

 International Rule: International sales do not give rise to patent exhaustion
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Impression Products (cont’d)

 Factual background

 Lexmark sells its patented printer toner cartridges to buyers; as part of the sale, buyers agree to 

abstain from reusing or transferring used/spent toner cartridges

 Impression Products purchased, refurbished, and resold used Lexmark cartridges in the U.S.

 Lexmark sued, alleging patent infringement, and Impression Products responded, arguing patent 

exhaustion

 En banc, the Federal Circuit held the following:

 The Mallinckrodt rule is affirmed: the Supreme Court’s Quanta Computer decision (finding that patent 

exhaustion also applies to method claims) does not disallow a patentee’s post-sale restrictions on 

patented items 

 The International Rule (as previously held in the Federal Circuit’s Jazz Photo case) is affirmed: the 

Supreme Court’s recent Kirtsaeng decision (finding that an international sale of a copyrighted article 

triggers exhaustion) is not applicable because the Copyright Act and Patent Act grant different rights 

and are not similar in scope or application

 Oral Arguments expected in Spring 2017; decision anticipated before Summer 2017 term ends

 The Supreme Court may try to “harmonize” patent law with copyright law by removing patentees’ ability to 

restrict downstream sales
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Star Athletica v. Varsity Brands

 Supreme Court held oral arguments on October 31, 2016

 Question Presented: “What is the appropriate test to determine when a feature of a useful article is 

protectable under§101 of the Copyright Act?” 

 Generally, a  “useful article, such as a piece of furniture or clothing, is ineligible for copyright protection”  

(17 U.S.C. § 101)

 However, “the design of a useful article . . . shall be considered a pictorial, graphic, or sculptural 

work,” and thus copyrightable, “if, and only to the extent that, such design incorporates pictorial, 

graphic, or sculptural features that can be identified separately from, and are capable of existing 

independently of, the utilitarian aspects of the article”  (id.)

 Currently there is no generally accepted test to determine the separability of aesthetic design features 

from the “utilitarian aspects” of a “useful article” – there are at least ten different tests used by courts

 Courts have struggled as to the proper approach to draw the line between functionality and design
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Star Athletica v. Varsity Brands (cont’d)

 Factual background

 Varsity is a leading provider of cheerleader uniforms

 Varsity sued Star Athletica for infringing several of Varsity’s copyrighted uniform designs

 The district court held that the uniform designs were not copyrightable  

 Specifically, the uniforms were “useful articles” and the aesthetic design features of those uniforms 

(such as chevrons, stripes, and patterns) could not be separated from the functional purpose of the 

uniforms – to identify the wearer as a cheerleader

 In a 2-1 decision, the U.S. Court of Appeals for the Sixth Circuit fashioned its own five-part test based on 

the language of the Copyright Act

 Applying the test, the majority held that Varsity’s designs were copyrightable because the aesthetic 

aspects could be separated from the utilitarian function of the uniforms – to “cover the body, wick 

away moisture, and withstand the rigors of athletic movement”  

 The designs were more akin to printed designs on fabric (copyrightable).

 The Supreme Court’s decision will bring much needed clarity and predictability to the separability analysis
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UPCOMING LEGISLATION 
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Separation of Powers Restoration Act

 If it passes, would modify the scope of judicial review of agency actions and authorize courts reviewing 

agency actions to decide de novo all relevant questions of law, including the interpretation of constitutional 

and statutory provisions and rules

 Overturns the longstanding Chevron deference afforded to agency actions

 Traditionally, USPTO’s procedural authority has been given Chevron deference by the Federal Circuit

 This bill, if enacted, would mean that USPTO’s procedural authorities may no longer be given that 

deference

 Anticipated that, based on the strong Republican support for the bill, the bill will be passed in both the 

House and the Senate and signed into law by President Trump in the first half of 2017

 Challenge the PTO’s implementation of the laws/rules, e.g., PTAB procedures, examinations
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USPTO’s Change to Rule 56

 USPTO has proposed changing the materiality standard for Rule 56 – the duty to disclose information in 

patent applications and reexamination proceedings – in light of the 2011 Federal Circuit decision in 

Therasense, Inc. v. Becton, Dickinson & Co., 649 F.3d 1276 (Fed. Cir. 2011) (en banc)

 Under the currently proposed rule, the materiality standard for the duty of disclosure is “but-for materiality,” 

and that, under the proposed amendment, “but-for materiality” standard would be further defined

 Affirmatively egregious misconduct would also be included, but in a separate subsection than the “but-for 

materiality” standard

 The USPTO believes these changes will “harmonize the materiality standard for the duty of disclosure 

before the Office with the but-for-materiality standard for establishing inequitable conduct before the 

courts,” and also reflect the court’s “recognition that affirmative egregious misconduct satisfies the 

materiality prong of inequitable conduct”  

 The USPTO also believes that such a change would “lead to more focused prior art submissions . . . 

which in turn will assist examiners in more readily recognizing the most relevant prior art”
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POTENTIAL IMPACT OF NEW 
ADMINISTRATION
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President Trump’s Impact on IP Law

 President Trump has made few statements directly addressing intellectual property laws

 Given his business background, President Trump is expected to be generally supportive of strong 

protections for intellectual property rights, particularly trademark rights, in support of American businesses

 President Trump is also expected to support pro-business reforms enacted during the prior administration

 Some Republicans have advocated retaining Michelle Lee to continue reforms

 PTO initiatives to improve efficiency and patent quality

 Procedures to counteract negative impact of NPE litigation (e.g., PTAB proceedings)

 Consistent with his general views on government waste, President Trump is also expected to address 

perceived waste at the PTO, including the abuse of the telework policy found by the Inspector General 

reported in the Washington Post in 2016

 Given his already aggressive legislative agenda, however, we do not anticipate that President Trump will 

prioritize passage of patent reform legislation that was introduced in Congress during the Obama 

administration
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President Trump’s Impact on IP Law (cont’d)

 The executive order withdrawing from the Trans-Pacific Partnership (TPP) on Jan. 23, 2017 represents a 

change of course from the Obama administration

 The TPP was intended to make it easier to enforce intellectual property rights abroad, establish 

transparent rules for obtaining intellectual property rights in member countries, and eliminate 

loopholes in intellectual property laws in some countries that promote counterfeiting

 Trump’s “America First” agenda, however, would suggest that he will seek to revisit or replace the TPP 

provisions that favor American businesses

 In public statements, President Trump has also specifically called out the Chinese as “not playing by the 

rules” and accused them of being behind “massive theft of intellectual property” 

 Statements suggest that the Trump administration will adopt policies to aggressively pursue 

counterfeiting operations, including those originating in China

 Could mean increased significance for the International Trade Commission
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PATENT AGENT PRIVILEGE
A PROBLEM NEARING A SOLUTION?
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Attorney-client privilege

 Wigmore on Evidence: 

“Where legal advice of any kind is sought from a professional legal adviser in his capacity as 

such, the communications relating to that purpose, made in confidence by the client, are at his 

instance, permanently protected from disclosure by himself or by the legal adviser, except when 

the protection be waived.”

 One of the oldest privileges in United States common law  (Swidler & Berlin v. United States, 524 U.S. 399, 403 (1998))

 Upjohn Co v. United States, 449 U.S. 383, 389 (1981) (emphasis added):

“… [T]o encourage full and frank communication between attorneys and their clients and 

thereby promote broader public interests in the observance of law and administration of justice.  

The privilege recognizes that sound legal advice or advocacy serves public ends and that 

such advice or advocacy depends upon the lawyer’s being fully informed by the client.”

 Clients expect and assume that communications with their legal representative are privileged

 Privilege goes to advise … does not “hide” underlying facts

34



Why protect such communications? And when?

 Reflects strategy and/or weaknesses

 We do not know what is in all of our documents

 What else is out there?

 The “damning document”

 Communication between a member of the bar (or subordinate) and a client

 Member of the bar is acting as an attorney

 Communication relates to confidential information

 Not in the presence of strangers

 Purpose is to secure an opinion of law or assistance in a legal proceeding

 Not for purpose of committing a crime or tort

 Not underlying information “shared,” submitted or given to a third party
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Fed. R. Evid. 501

Privilege in general

“The common law – as interpreted by United States courts in the light of reason and 

experience – governs a claim of privilege unless any of the following provides otherwise:

the United States Constitution;

a federal statute; or

rules prescribed by the Supreme Court.

But in a civil case, state law governs privilege regarding a claim or defense for which 

state law supplies the rule of decision."

36



Different state standards

 U.S.A. = Constitutional federal republic

 One national federal government (3 branches)

 50 States, each with own system of government 

 U.S. Constitution, Bill of Rights, ART. X ("TENTH AMENDMENT")

 "The powers not delegated to the United States by the Constitution…are reserved to the States 

respectively, or to the people."

37



Sperry v. Florida

373 U.S. 379 (1963)

 The “preparation and prosecution of patent applications for others constitutes the practice of law”

 “[U]nder Florida law the preparation and prosecution of patent applications for others constitutes 

the practice of law.… [I]n the absence of federal legislation, [Florida] could validly prohibit nonlawyers

from engaging in … patent practice."

 “The statute ... expressly permits the Commissioner to authorize practice before the Patent Office 

by non-lawyers” and “it was never suggested that agents would be subject to exclusion”

 “[T]here is no significant difference between lawyers and nonlawyers either with respect to their ability 

to handle the work or with respect to their ethical conduct”

 "law of the State … must yield when incompatible with federal legislation … No State law can 

hinder or obstruct the free use of a license granted under an act of Congress."

 "Congress having acted within the scope of the powers ‘delegated … by the Constitution,’ [ ] has not 

exceeded the limits of the Tenth Amendment…"
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Patent agent in a company

 Patent agent’s supervisor a lawyer? 

 The patent agent is experienced, frequently communicates with internal clients in the absence of the 

supervisor, and work product is reviewed only if requested or directed to “high value” project

 Inventors, project/business development, or senior management ask patent-related questions directly 

of the agent (and not supervisor)

 The patent agent communicates with outside counsel (another patent agent?)

 The patent agent communicates with foreign patent counsel (another non-lawyer patent 

professional?)

 Maybe no in-house lawyer

 The patent agent is at senior management level (e.g., Vice President) and reports directly to the CEO

See Dupont v. MacDermid, infra
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Patent agent in a law firm

 Patent agent’s supervisor a lawyer? 

 The patent agent has her own clients, frequently communicates with clients without an attorney, and 

her work product is reviewed only if requested or if the work is directed to “high value” projects

 Foreign communications are with another patent agent

 The patent agent communicates with clients regarding U.S. Patent Office post-grant proceedings
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Other common patent agent situations

 The patent agent 

 solo patent practitioner (outside patent practitioner)?

 consultant (in-house or outside patent practitioner)?

 at a university technology transfer office?

 litigation support company?

 search services company?
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Can’t using lawyers help?

One “practical” answer: Make sure that client communications concerning patent legal advice 

include a lawyer

But…

 This is expensive for the client!

 Including a lawyer supervisor in every communication doesn’t necessarily improve the legal advice related 

to patent preparation and prosecution

 Lawyer involvement should be substantive

 Many clients will continue to directly communicate with, and solicit the advice of, a patent agent with whom 

they develop a trusted professional relationship

 Unduly limiting professional development of patent agents?

 Are we best serving the client?

 Patent agents are constantly walking a tightrope

 Can we do something more?

42



Privilege for patent agents? “No” cases

 “The established rule in this circuit regarding communications with foreign patent agents is that ‘no

communications from patent agents, whether American or foreign, are subject to an attorney-

client privilege in the United States.’ … The application of this rule is not rigid, however. Instead, the

privilege may extend to communications with foreign patent agents related to foreign patent activities if

the privilege would apply under the law of the foreign country and that law is not contrary to the law of

this forum.”

Burroughs Wellcome Co. v. Barr Labs., Inc., 143 F.R.D. 611, 616-17 (E.D.N.C. 1992),

quoting Duplan Corp. v. Deering Milliken, Inc., 397 F. Supp. 1146, 1169 (D.S.C. 1975)

 “[C]ommunications to a patent agent who is authorized to practice before the [USPTO] but who is not

an attorney licensed to practice before any state or federal court is not protected by the attorney-

client privilege unless the purpose of the communication is to obtain legal advice from an attorney.”

Agfa Corp. v. Creo Prods., Civil Action No. 00-10836-GAO (D. Mass. 2002) 
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DuPont v. MacDermid

No privilege where:

• In-house patent agent worked "in a wholly separate part of the company – the business side," without 

reporting to the attorney

• Attorney supervised agent only "from a functional standpoint," i.e., reviewing agent's duties, receiving 

information from agent  Agent did not directly report to the attorney

• Their joint involvement in preparing patent applications "does not establish that [agent] was acting 

under [attorney's] authority"

• Communication between the patent agent and other corporate personnel often did not include the 

attorney  

E.I. du Pont de Nemours & Co. v. MacDermid, Inc., 2009 WL 3048421 (D.N.J. 2009) 
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Sneider v. Kimberly-Clark Corp.

Some courts have found that communications with U.S. patent agents can never be privileged:

• Attorney-client privilege only extends to those agents of the attorney who are employed to assist in the 

rendition of professional legal services; this does not cover patent agents

• Patent agents are "separate entities who maintain an independent status" 

• Their "functioning is not contingent upon their affiliation with an attorney" 

• To extend the privilege to patent agents "would permit the privilege to be claimed by anyone having 

contact with an attorney," which would be "an impermissible extension"

Sneider v. Kimberly-Clark Corp., 91 F.R.D. 1, 5 (N.D. Ill. 1980)
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Privilege for patent agents?  “Yes” cases

 “[I]n appearance and fact, the registered patent agent stands on the same footing as an attorney in

proceedings before the Patent Office,” and “[F]reedom of selection…would…be substantially impaired if

as basic a protection as the attorney-client privilege were afforded to communications involving patent

attorneys but not to those involving patent agents.”

In re Ampicillin Antitrust Litigation, 81 F.R.D. 377, 393-94 (D.D.C. 1978)

 “[T]here is no logical reason to discourage the public from seeking legal advice from patent agents-they

are just as much professional legal advisors as lawyers within the narrow realm of patent proceedings

before the United States Patent and Trademark Office.”

Mold Masters Ltd. v. Husky Injection Molding Sys., Ltd., 

2001 WL 1268587, at *3-4 (N.D. Ill. 2001)

 “The purpose of extending the privilege to a non-lawyer patent agent is to obtain advice in confidence that

will substantially affect the legal rights of the client, i.e., in the patent application process.”

Polyvision Corporation v. Smart Technologies., Inc., 

Lead Case No. 1:03-CV-476 (W.D. Mich. 2006)
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In re Queen’s Univ.

820 F.3d 1287 (Fed. Cir. 2016)

 Three-judge panel, split 2-1

 Identified this as case of first impression, because Fed. Cir. has never ruled on the issue:

“To the extent Congress has authorized non-attorney patent agents to engage in the 

practice of law before the Patent Office, reason and experience compel us to recognize a 

patent-agent privilege that is coextensive with the rights granted to patent agents by 

Congress.  A client has a reasonable expectation that all communications relating to ‘obtaining 

legal advice on patentability and legal services in preparing a patent application’ will be kept 

privileged. … Whether those communications are directed to an attorney or his or her legally 

equivalent patent agent should be of no moment.”
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In re Silver

__ S.W.2d __, 05-16-774 (Tex. Civ. App. Aug. 17, 2016)

 Fed. R. Evid. 501:  The common law … governs a claim of privilege …”

 Texas state law for contract case

 Type of case that Queen’s Univ. expressly excluded from its privilege holding 

 Held no privilege for patent agents

 Fed. R. Evid. 501 allows federal courts to determine new privileges based on common law

 but “Texas courts … are prohibited from doing so.” 

 “Queen’s Univ. is not binding here.” 
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PTO developments 

 PTO Roundtable (February 2015; written submission March 2015)

 August 2015 Fed. Reg. Notice

 Asking for comments on PTO rulemaking in favor of privilege

 October 2016 Fed. Reg. Notice

Proposed§42.57 Privilege for patent practitioners.

(a) Privileged communications. A communication between a client and a domestic or 

foreign patent practitioner that is reasonably necessary or incident to the scope of the 

patent practitioner’s authority shall receive the same protections of privilege as if that 

communication were between a client and an attorney authorized to practice in the United 

States, including all limitations and exceptions.

 Will this get Chevron deference?  

 Will there still be a Chevron deference?  
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Ex-U.S. agents

 Two-step analysis:

(1) Threshold question = U.S. or foreign privilege law? 

(2) Does governing law have privilege in the situation?

 Patent Agent can be acting either as the attorney or as the client

 If the patent agent acts as the client

 Then communications with a U.S. attorney are governed by the same rules as for any other client

 If the patent agent act as attorney …

 “then as a matter of comity, the law of that foreign country is considered regarding … a privilege 

comparable to the attorney/client privilege”

Bristol-Myers Squibb Co. v. Rhone-Poulenc Rorer, Inc., 188 F.R.D. 189, 191 (S.D.N.Y. 1999)
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Three approaches for choice of law question

 Three tests: 

 Touch base test

 Defer to law with predominant interest 

 For U.S. work, U.S. privilege law applies; ex-U.S.-related communications governed by foreign 

law

 Look to foreign nation’s law

 Two-part: Does foreign nation treat as privileged, and how were parties functioning?  

 Most direct and compelling interest test

 Balance which law should apply  direct & compelling interest on if disclosed 

 NO CLEAR ANSWERS! 

See Golden Trade, S.r.L. v. Lee Apparel Co., 143 F.R.D. 514, 519-20 (S.D.N.Y. 1992)

 “Accordingly, this court holds that communications between a foreign patent agent and a U.S. attorney 

concerning a U.S. Patent application are not privileged unless the agent either registered with the U.S. 

Patent Office or is acting at the direction and under the control of an attorney.”

Glaxo v. Novopharm, 138 F.R.D. 535, 539
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Foreign non-attorney privilege - Burdens

 Party asserting privilege under foreign law has burden to establish what foreign law is

 All doubts will be resolved in favor of disclosure

 The privilege will not extend to: 

 Foreign non-attorneys who merely serve as a conduit for information between clients and foreign 

patent offices, i.e., those who do not provide substantive advice to client

Burroughs Wellcome Co. v. Barr Labs., Inc., 143 F.R.D. 611, 617 (E.D.N.C. 1992); see also Baxter Travenol

Labs., Inc. v. Abbott Labs., 1987 WL 12919, at *8 (N.D. Ill. 1987)
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Foreign Decisions – A word of warning

 No Privilege for In-House Attorneys in EU Competition Cases

 Not addressed to patent agents

 Decision confirms that EU-qualified external attorneys are covered by protection 

 BUT, communications between clients and EU in-house attorneys are not covered by legal 

professional privilege

 Presumably also applies to work product protection for mental impressions 

Akzo Nobel Chemicals Ltd and Akcros Chemicals, Ltd. v. Commission, Case C-550/07, 14 September 2010, 

http://curia.europa.eu
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